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- Th MAILING DATE of this communication appears on the cov rsh et with the correspond nc address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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This action is FINAL. 2b)S This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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Application Papers 
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Preliminary Note: Applicant's Information Disclosure Statement of May 13, 2002 has 
been received and fully considered. 

Claims 2-6, 8-12, 14-19, 21-24, 27-32, 35-39 and 41-45 are objected to under 37 CFR 
1.75 (c) as being of improper dependent form for failing to further limit the subject matter of a 
previous claim. 

The reasons for this objection are set forth in the office action of January 2, 2002 and are 
hereby incorporated by reference. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

Claims 1-39 are rejected under 35 U.S.C. 102(e) as being anticipated by Whitney et al. 

('834). 

The reasons for this rejection were set forth in the office action of January 2, 2002 and 
are hereby incorporated by reference. It is further noted with respect to claims 1,7, 13, 20, 26 
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and 34, Whitney et al. discloses a printer (19) capable of printing representations upon a 
medium. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(d) the invention was first patented or caused to be patented, or was the subject of an inventor's certificate, by the 
applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent 
in this country on an application for patent or inventor's certificate filed more than twelve months before the 
filing of the application in the United States. 

Claims 40-45 are rejected under 35 U.S.C. 102(d) as being anticipated by Herbert ( £ 592). 
The reasons for this rejection were set forth in the office action of January 2, 2002 and 
are hereby incorporated by reference. 

Remarks 

Applicant's arguments have been considered but are not well taken. 

As stated in the previous office action, Examiner does not find the case of In re Gulack as 
being supportive of applicant's assertions of patentability. The case of In re Gulack considered 
the question of whether or not patentable weight could be attributed to printed matter which was 
printed upon jewelry. Both the jewelry and the printed matter itself were positively recited in the 
claims as being part of the invention and the question at law was whether or not the printed 
matter could be attributed patentable weight. 

In the present application, we do not have the same set of circumstances. The claims of 
the present invention recite the printed matter as a desired output of the apparatus, not an actual 
physical part of the apparatus. This is a critical distinction from Gulack, where the printed matter 
was physically part of the invention. In the present case, the printed matter is not physically part 
of the invention, it is only a desired result of the invention. 
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Accordingly, the teachings that derive from the Gulack case are not useful in establishing 
patentability for the present set of claims. Furthermore, applicant's amendments reciting the 
presence of a printer do not change the fact that the Gulack case is not relevant to the issues 
raised in the present application. The recitation of a printer does not change the fact that the 
output print is not physically part of the apparatus. 

This office action is not made final. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (703) 306-5626. k / /.j/f 




Sam Rimell 
Primary Examiner 
Art Unit 2175 



